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EXCHEQUER COURT OF CANADA [1926]
CANADIAN WESTINGHOUSE CO., LTD.. .PLAINTIFF;

V8.

W. W. GRANT LIMITED ET AL..........DEFENDANTS.

Patents—Infringement—Treaty of Peace (Germany) Order, 1920—Sec-
tion 83—11-12 Geo. V, c. 44

In 1914 one A, a citizen of the United States, obtained there a patent
relating to the development of radio, and in 1923 obtained a patent
in Canada for the same thing on application filed on July 10, 1920,
which was assigned to the plaintiff.

G. knew and made use of the invention disclosed in this patent since
1915, but had no knowledge then of the invention of A., the plain-
tiff’s inventor. During the war he was in the R.F.C, in charge of
radio construction, ete. On his return to Halifax, after the war, he
continued radio development work, and in 1919 constructed and sold
several radio sets containing the subjeet matter of the plaintiff’s
patent. Later, after serving with the Canadian Air Board, G. went
to Calgary and started in business for himself. In 1922 he organ-
ized a company which manufactured radio sets upon the same design
as disclosed in the plaintif’s patent. This company was unsuccess-
ful, and in 1925 the W. W. Grant Co. Ltd., was organized for the
same purpose. This company did not derive any rights from Grant
as agent or licensee.

Held, that the provisions of ch. 44, Statutes of Canada, 1921, did not
repeal section 83 of the Treaty of Peace, (Germany) Order, 1920,
and the patent in question was not granted under the provisions
of that statute.

2. That the proviso to sec. 83 of the Treaty of Peace, (Germany) Order,
1920, was intended to protect bona fide rights acquired in industrial
property prior to January 10, 1920, which were in conflict with the
rights applied for by another and who claimed rights of property
in respect of them, and that in 1919 G. personally was in bona fide
possession of rights protected by the said Order, and did not in
consequence infringe plaintiff’s patent.

8. That, however, the defendant W. W. Grant, Limited, having only
come into existence in 1925, and not having derived any rights
through G. as agent or licensee, was not protected and had infringed
plaintiff’s patent (1).

ACTION for infringement of a Patent for invention re-
lating to development of radio.

Ottawa, May 25, 1926.

Action now tried before the Honourable the President.

(1) An appeal has been taken to the Supreme Court of Canada
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Russell S. Smart for plaintiff. 1926
F. T. Congdon, K.C., and J. B. Barron for defendant.  Sanaman
The facts are stated in the reasons for judgment. Cg(,)ﬁ'ﬁ

v
MacLeAN J., now this 3rd day of July, 1926, delivered , W- W.

. GranT, Lro.
judgment. —

This is an action for infringement of Patent No. 216,321
granted on March 7, 1923, to Edwin H. Armstrong on an
application filed on July 10, 1920, and is claimed to be a
basic patent relating to the development of radio. Arm-
strong was a citizen of the United States, and in that coun-
try in 1914 he procured a patent covering the same sub-
ject matter. The Canadian patent was subsequently as-
signed to the plaintiff. Under the provisions of the Patent
Act in force at the date when Armstrong obtained a patent
in the United States, any inventor who elected to obtain
a patent for an invention in a foreign country before ob-
taining a patent for the same invention in Canada, might
obtain a patent in Canada if the patent was applied for
within one year from the date of issue of the first foreign
patent for such invention. Legislation was enacted sub-
sequent to the end of the war extending the period for
applications for patents, validating patents, ete. It is the
proper construction to be placed on this legislation, that

is the substantial matter in issue here.
For the purpose of the trial of this action the following
admissions were made by the partieg:—

1, The defendants, prior to June 4, 1921, commenced to manufacture
and sell, and have since continued to manufacture and sell, radio receiv-
ing sets embodying the inventions described in the patents referred to
in the Statement of Claim.

2. The deiendants, prior to and after the issue of the said letters
patent, and prior to the institution of this action, have manufactured,
used and sold radio receiving sets having the electrical characteristics
indicated by the attachment current diagram.

The defendants, while admitting the validity of the
patent in suit, claim that it was granted or validated under
the provisions of chapter 44 of the Statutes of Canada,
1921, which came into force on June 4, 1921, and that prior
to the granting or validating of the patent under that
statute, the defendants had commenced the use, manu-
facture and sale of the invention claimed under the patent,
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and that they are entitled under the provisions of that
statute to continue in Canada the manufacture, use and
sale of such invention. Alternatively the defendants con-
tend that if this statute does not protect such rights, they
have a right to the manufacture, sale and use of the in-
vention under Sec. 83 of the Treaty of Peace (Germany),
Order 1920, which I shall hereafter refer to as the Order.
Upon the provisions of that statute and Order the de-
fendants rely.

On the other hand the plaintiff contends that the patent
was applied for and issued under the provisions of section
82 of the Order and that on January 10, 1920, the defend-
ants had not acquired any rights in the invention protected
by the provisions of the Order, Sec. 83 of the Order is as

follows:—

The rights of priority, provided by Article 4 of the International
Convention of Paris for the Protection of Industrial Property, of March
20, 1883, revised at Washington in 1911, or by any other convention or
statute for the filing or registration of applications for patents or models
of utility, and for the registration of trade-marks, designs and models
which had not expired on the first day of August, 1914, and those which
have arisen during the war, or would have arisen but for the war, shall
be extended in favour of all nationals of Germany, and of the Powers
allied or associated during the war with His Majesty, until the eleventh
day of July, 1920,

Provided, however, that such extension shall in no way affect the
right of Germany or of any of the Powers allied or associated during
the war with His Majesty or of any person who before the tenth day
of January, 1920, was bona fide in possession of any rights of industrial
property conflicting with rights applied for by another who claims rights
of priority in respect of them, to exercise such rights by itself or him-
gelf personally, or by such agents or licensees as derived their rights
from it or him before the tenth day of January, 1920, and such persons
shall not be amenable to any action or other process of law in respect
of infringement.

On July 10, 1920, the plaintiff made application for a
patent under the provisions of the above section of the
Order. Nationals of the United States were undoubtedly
entitled to the protection afforded by the Order.
Chapter 44 of the Statutes of Canada, 1921, was assented
to on June 4 of that year, and section 7 thereof is as fol-
lows:—
7. (1) A patent shall not be refused on an application filed between
the first day of August, 1914, and the expiration of a period of six months
from the coming into force of this Act, nor shall a patent granted on

such application be held invalid by reason of the invention having been
patented in any other country or in any other of His Majesty’s Dominions
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or Possessions or described in any printed publication or because it was
in public use or on sale prior to the filing of the application, unless
such patent or publication or such public use or sale was issued or made
prior to the first day of August, 1913.

(2) No patent granted or validated under the provisions of the next
preceding section or of this section shall abridge or otherwise affect
the right of any person, or his agent or agents, or his successor in busi-
ness, to continue any manufacture, use, or sale commenced before the
coming into force of this Aect by such person nor shall the continued
manufacture, use, or sale by such person, or the use or sale of the devices
resulting from such msanufacture or use constitute an infringement.

The Order and the Statute of 1921 cover much the same
field and are doubtless confusing. In is clear that the
plaintiff applied under the Order for his patent. The
plaintiff’s application therefore having been made within
the extended period fixed by the Order, it seems to me
that it is the Order and not the statute which applies to
the patent in question. The right to apply for a patent
having been vested in the plaintiff’s assignor, he cannot
be divested of or limited in the right given him by the
Order, except by very clear language. The statute of 1921
could not I think have been intended to repeal section 83
of the Order. I cannot therefore accept the contention
of counsel for the defendants that the patent in suit was
granted under that statute. The question then arises if
the defendants acquired any rights which are preserved
by the proviso to article 83 of the Order, and it is neces-
sary therefore to ascertain what the defendants had done
prior to January 10, 1920, which might constitute rights
which might be so preserved.

The defendant Grant claims to have known and made
use of the plaintiff’s patent since 1915, and part of it in
1913. The patent may be generally described as a “ cir-
cuit.” During the war he was second in command of the
wireless and telegraphic section of the Royal Flying Corps,
and he had charge of all the radio equipment used by the
flying corps in France in respect of construction, repairing
and development. There is no doubt Grant was active in
the development of the radio, and during the war much
important development work had taken place in connec-
tion with this art, to which of course he observed. On his
return to Halifax at the end of the war, he states he con-
tinued his development work and immediately commenced
to look for a market for his knowledge of the art, and for
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the first four or five months he did nothing else. In 1919
he states he constructed three radio sets which contained
the subject matter of the plaintiff’s patent, and which
sets he sold though he was unable to give the names of
the purchasers. He was in the same year about to instal
a radio equipment on a yacht in Halifax, but the yacht
was wrecked before he was able to place the equipment
on the yacht. About the same time he erected a broad-
casting station at Halifax, the second if not the first in
Canada. In April, 1920, he entered the service of the Air
Board at Ottawa, and was placed in charge of the radio
department of the Board. While in this employ he con-
structed radio sets for the Board which included the patent
in question, and he also erected several broadcasting
stations in Western Canada for the Board. In November,
1921, he left the services of the Air Board and started in
business himself in Calgary. There he built a broadcast-
ing station with the hope of enlarging the market for
radio sets. He organized a company in 1922 which com-
menced the manufacture of radio sets in a large way from
designs made in 1921, and which designs contained the
plaintiff’s invention. I might here say that Grant states
he first heard in 1922 that the circuit involved in the plain-
tiff’s invention was patented in the United States, and he
learned of the Canadian patent in 1923. The company re-
ferred to was not financially successful and soon ceased to
do business. The W. W. Grant Company Ltd., one of the
defendants in this action, was later organized for the same
purpose and is now doing business, and whatever manu-
facturing it has done has been since the date of its incor-
poration. I thought it better to set forth at considerable
length the substance of Grant’s evidence even though some
of it may not be strictly relevant.

The proviso to Sec. 8 of the Order is not clear, but it
was evidently intended thereby to protect bona fide rights
acquired in industrial property prior to January 10, 1920,
which are in conflict with rights applied by another and
who claims rights of property in respect of them. So far
as the facts are coneerned I am of the opinion that it is
only the manufacture and sale of radio sets by Grant in
Halifax in 1919, and which contained Armstrong, which
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can avail the defendants, and I exclude the defendant com-
pany because it did not come into existence until 1925 and
there is no evidence that it through Grant derived any
rights as agent or licensee. The remaining question for
decision is: Did Grant personally acquire any rights which
are protected by the Order. I accept Grant’s evidence as
to the manufacture and sale of radio sets, containing Arm-
strong, at Halifax in 1919. It seems to me the test is this,
had Sec. 83 of the Order not been enacted in 1920, or at
any time, did Grant by user, manufacture, publication or
sale in 1919, put himself in such a position that he might
have prevented Armstrong from patenting in Canada. In
my opinion Armstrong in the face of the facts, could not
have obtained a valid patent in Canada, and Grant would
have had the right without constituting infringement, to
market Armstrong in Canada. Armstrong had the right to
a patent in Canada only because he was within the ex-
tended period fixed by the Order. It does not follow that
Grant was entitled to a patent in Canada. He may not
have been the finst inventor within the Patent Act, or if
he was, he may have failed to apply in time, but never-
theless his user and manufacture in 1919 but for the Order
would prevent Armstrong or anyone else I think from ob-
taining a patent, which means he would have the right to
a continued user, and therefore I think it can be fairly said
that Grant in 1919 was in bona fide possession of rights
of industrial property which are protected by the Order.
He has not therefore infringed the plaintiff’s patent.
There is little or no authority upon this point. I observe
that Terrel on Patents, 6th Ed., p. 429, states that while
the proviso is far from clear, that it probably includes
persons who made or used prior to January 10, 1920, an
unpatented article. It might also, he states, be held that
the protection extends to an invention which was in the
possession of a person though not actually used. I would
also refer to a discussion of the meaning of article 308 of the
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Treaty of Peace, which corresponds to Sec. 83 of the Order, .

by the Comptroller General in the matter of Armstrong’s
application for a British patent (1), which I think is help-
ful.

(1) [19221 39 R.P.C. 146 at p. 153.
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‘_1‘9'23 I am of the opinion therefore that the plaintiff must sue-
canaoan  ceed againgt W. W. Grant Ltd., and is entitled to the re-
WestNG: Jief claimed. The plaintiff’s action against the defendant
Co,Lm. W. W. Grant fails. Inasmuch as the point involved in

w w. the action is new, and in view of my conclusions, I feel

Grant, L. that g proper disposition of the question of costs would be

MadeanJ. to direct that each party bear its own costs.

Judgment accordingly.
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